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REMAKES 

Tftis is a fUll and timely response to the outstanding Office action mailed September 29, 
200|. Upon entry of the amendments in this response claims 1, 2, 4-21, and 23-28 are pending. 



I. 

ove* 
6, 

35 U 
and 



Pifesent Sta tus of Patent Application 



CI sums 



Hirofy 



1-2, 4-2r, and 23-28 are rejected under 35 U.S.C. 103(a) as allegedly obvious 
/, et al (U.S. Patent No. 6,594,032) in view of Cortright, et al (U.S. Patent No. 
i, including a finding of Official Notice regarding claim 1 . Claim 26 is rejected under 
1 12, second paragraph, as allegedly being indefinite for failing to particularly point out 
listinfctly claim the subject matter which Applicant regards as the invention. These 
ftre respectfully traversed. 



,426^ 
.S.C. 



rejections 



n. Examiner Interview 



with Appl 



iicated 
brsatii&n. 



Examiner 



features i 



Applicant first wishes to express sincere appreciation for the time that Examiner Vu spent 
cant's representatives Jeff Kuester and Benjie Balser during an October 26, 2005, 
discussion regarding the above-identified Office Action. Applicant believes that 

described in the patent application and recited in the claims, including otherwise 
a prompt for a user to confirm an email address were discussed during the telephone 
and that the outcome of this discussion is addressed herein. Examiner Vu also 
two new references (6,449,657 to Stanbach, et al and 6,332,158 to Ristey, et al) that 
Applicant could address to advance the prosecution of the application. During that 
, Examiner Vu seemed to indicate that it would be potentially beneficial fox 
o file this amendment and response. Thus, Applicant respectfully requests that 
' /u carefully consider this amendment and response. 
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Claim 26 

Office Action rejects claim 26 under 35 U.S.C. §112 as allegedly being ''indefinite 
to particularly point out and distinctly claim the subject matter which Applicant 
the invention, (i.e., the checker generates a prompt for verification of the e-mail address 
than an e-mail address is not present in the memory)." Applicant respectfully 
in view of the above amendments, this rejection should be withdrawn. 



Claims 1. 2. and 4-7 

Office Action rejects claims 1, 2, and 4^7 under 35 U.S.C. § 103(a) as allegedly being 
over HiroM (U.S. Patent No. 6,594,032) in view of Cortright (U.S. Patent No. 
> including a finding of Official Notice, For at least the reasons set forth below, 
; Respectfully traverses the rejection. 



Independent claim 1 recites: 

A method of providing a system for automatically checking for an incorrect e-mail 
i in outgoing e-mail communication, comprising: 

creating an incoming domain name list in a memory; 
receiving an incoming email communication; 

extracting a domain name from a sender's email address from the incoming email 
communication; 

storing the domain name in the incoming domain name Ust in the memory; 
checking if a domain name of an e-mail address associated with an intended 
recipient of an outgoing e-mail communication is included in the incoming domain name 
list In the memory; and 



PAGE 12«0 * RCVD AT 12/29/2005 3:15:41 PM [Eastern Standard Trnie] * SVR:USPTO-EFXRF-6/25 4 DNIS:2738300 » CSID:7709510933 * DURATION (mm-ss):05-54 



12/29/2005 IB: 18 7709510933 



THOMAS, KAYDEN 



PAGE 13 



Serial No.:09/725,71 7 
Art Unit: 2142 
Page 12 



transmitting the outgoing email communication if the domain name is included in 
th b incoming domain name list, or otherwise generating a prompt for a user to confirm 

e-mail address associated with the intended recipient of the outgoing e-mail 
cdmtnun ication . 

5 Added). 



(Embhasi 

For a proper rejection of a claim under 35 U.S.C. § 103, the cited combination of references 
must disclose, teach, or suggest all elements/features/steps of the claim at issue. See, e.g., In re 
Do\l Chetiical, 5 U.S.P.Q.2d 1529, 1531 (Fed. Or. 1988) and/n re Keller, 208 U.S.P.Q.2d 871, 
881 ;C.C .}.A. 1981). Applicant respectfully submits that independent claim I is allowable for at 
leasi the rtasonthat the combination otHiroki and Cortright, including a finding of Official 
Not) ;e, dc es not disclose, teach, or suggest at least or otherwise generating a prompt for a user 
to c<jnfimi an e-mail address associated with the intended recipient of the outgoing e-mail 
communication. 

As shown above, the cited combination of references does not disclose, teach, or suggest, 
eitht r implicitly or explicitly, all the elements of claim 1, the rejection should be withdrawn. 
Addi dona iy and notwimstanding the analysis hereinabove, there are other reasons why claim 1 
is albwab e. 

Beause independent claim 1 is allowable over the cited references of record, dependent 
clain is 2 aj lid 4-7 (which depend from independent claim 1) are allowable as a matter of law for at 
the reason that dependent claims 2 and 4-7 contain all the steps/features of independent 
1. See Minnesota Mining and Manufacturing Co. v. Chemque, Inc., 303 F.3d 1294, 1299 
Cir. -1002) Jeneric/Pentron, Inc. v. Dillon Co., 205 F.3d 1377, 54 U.S.P.Q.2d 1086 (Fed. 
000); Wahpeton Canvas Co. v. Frontier Inc., 870 F.2d 1546, 10 U.S.P.Q.2d 1201 (Fed. Cir. 
Therefore, the rejection to claims 2 and 4-7 should be withdrawn and the claims allowed. 
Additionally and notwithstanding the foregoing reasons for allowability of independent 
1, dependent claims 2 and 4-7 recite further features and/or combinations of features, as are 



least 
claim 
(Fed 
Cir. : 
1989 

claim 



appai snt by examination of the claims themselves, that are patently distinct from the cited 
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1,2: 



Inte view 



and 



4-7 ajie considered patentable over any combination of these documents. 



add] ess ir clude$ a recipient's user name and domain name." See Office Action, page 4. 
App 



icant 



traverses this finding in view of the complexity of this area of technology and in view 
of tl|e spekificity of this particular finding, and for those specific reasons, Applicant contends that 
the < ubject matter should not be considered well known. Consequently, Applicant respectfully 
requbsts.fltal this finding of Official Notice be supported by additional evidence or be withdrawn. 
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refe -ences of record. Hence there are other reasons why dependent claims 2 and 4-7 are 
allowable. 

Additionally, with regard to the rejection of claims 1, 2, and 4-7, Stanbach, which was 
first provided by Examiner Vu in the latest Examiner Interview, does not make up for the 
defi iienrifcs of Hiroki and Cortright noted above. Likewise, with regard to the rejection of claim 



and 4-7, Risley, which was also first provided by Examiner Vu in the latest Examiner 



In 



Claims 8-17 

Office Action rejects claims 8-17 under 35 U.S«C. §1 03(a) as allegedly being 
unpatentable over Hiroki (U.S. Patent No. 6,594,032) in view of Cortright (U.S. Patent No. 

). For at least the reasons set forth below, Applicant respectfully traverses the rejection. 



Tie 



6,89>,426) 



B 



communications 



does not make up for the deficiencies of Hiroki and Cortright. Therefore, claims 1, 2, 



addition, the Office action has included a finding of Official Notice that "the email 



Independent claim 8 recites: 



8. 



A method of automatically checking for misspelled e-mail addresses in outgoing e-mail 
prior to transmission by an e-mail communications server, comprising: 
receiving email communications incoming to the email communications server; 
creating a domain name database; 

extracting domain names in senders* e-mail addresses from the e-mail 
coipmunications incoming to the email communications server, 

storing extracted domain names in the domain name database; 
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receiving outgoing e-mail communications from client computers connected to the 
-tnail communications server through a local network; 

searching the domain name database for domain names spelled similarly to the 
dcimain names in e-mail addresses associated with intended recipients of the outgoing e- 
mw communication provided in the outgoing e-mail communications; and 

generating an error prompt upon detecting that a domain name in an e-mail 
address provided in an outgoing e-mail communication is misspelled. 
(En^jphasif Added), 



mus: disclose 



resp netful 



com DinatiDn 




impJ 



I icitly 
Add tionally 
is allowable 



least 



clakhs9-17 
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references 



provided by 
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Fcjk- a proper rejection of a claim under 35 U.S.C. §103, the cited combination of references 
, teach, or suggest all elements/features/steps of the claim at issue. Applicant 
y submits that independent claim 8 is allowable for at least the reason that the 
of Hiroki and Cortright does not disclose, teach, or suggest at least generating an 
proknpt upon detecting that a domain name in an e-mail address provided in an 
i^mail communication is misspelled. 

the cited combination of references does not disclose, teach, or suggest, either 
Or explicitly, all the elements of claim 8, the rejection should be withdrawn. 

and notwithstanding the analysis hereinabove, there are other reasons why claim 8 



Betause ; 



the ntason 



independent claim 8 is allowable over the cited references of record, dependent 
(which depend from independent claim 8) are allowable as a matter of law for at 
that dependent claims 9-17 contain all the steps/features of independent claim 8. 
the rejection to claims 9-17 should be withdrawn and the claims allowed 
iitionally and notwithstanding the foregoing reasons for allowability of independent 
dependent claims 9-17 recite further features and/or combinations of features, as are 
examination of the claims themselves, that are patently distinct from the cited 
of record. Hence there are other reasons why dependent claims 9-17 are allowable, 
with regard to the rejection of claims 8-17, Stanbach, which was first 
Examiner Vu in the latest Examiner Interview, does not make up for the deficiencies 



Ad Iitionally, 
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of f T iroki sand Cortright noted above. Likewise* with regard to the rejection of claims 8-17, 
Risl zy, wMch was also first provided by Examiner Vu in the latest Examiner Interview, does not 
mal e up libr the deficiencies of Hiroki and Cortright. Therefore, claims 8-17 are considered 
pat€ triable over any combination of these documents. 



Tfie 

beit g 
No. 6,89f 



Claims 21 and 23-25 
Office Action rejects claims 21 and 23-25 under 35 U.S.C. §103(a) as allegedly 
unpatentable over Hiroki (U.S. Patent No. 6,594,032) in view of Cortright (U.S. Patent 
,426). For at least the reasons set forth below, Applicant respectfully traverses the 



reje ;tion. 



mai 



must 



in 



(Errphas 
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Independent claim 21 recites: 

2 L A method of automatically checking for an incorrect e-mail address in an outgoing e- 
communication, comprising: 

creating an incoming email address list in a memory; 
receiving an incoming email communication; 

storing, in the incoming email address list in the memory, an email address 
exacted from the incoming email communication; 

checking if an e-mail address associated with an intended recipient of the outgoing 
hail communication is included in the incoming email address list in the memory; and 
transmitting the outgoing email communication if the e-mail address is included 
the incoming email address list, or otherwise generating a prompt for a user to confirm 
e-mail address if the domain name is not included in the incoming email address list 
Added). 



Fcr a proper rejection of a claim under 35 U.S.C. §103, the cited combination of references 
: disc ose, teach, or suggest all elements/features/steps of the claim at issue. Applicant 
respectfully submits that independent claim 21 is allowable for at least the reason that the 
combination of Hiroki and Cortright does not disclose, teach, or suggest at least or otherwise 
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genjerath g a prompt for a user to confirm an e-mail address if the domain name is not 
incl uded in the incoming email address list. 

Afc the cited combination of references does not disclose, teach, or suggest, either 
imf licit!) or explicitly, all the elements of claim 21, the rejection should be withdrawn. 
Ad< itiomlly and notwithstanding the analysis hereinabove, there are other reasons why claim 21 
isalowa&Ie. 

Because independent claim 21 is allowable over the cited references of record, dependent 
clai ns 22 -25 (which depend from independent claim 21) are allowable as a matter of law for at 
leaf t the reason that dependent claims 23-25 contain all the steps/features of independent claim 
21. Therefore, the rejection to claims 23-25 should be withdrawn and the claims allowed. 

Additionally and notwithstanding the foregoing reasons for allowability of independent 
clai m 2L dependent claims 23-25 recite further features and/or combinations of features, as are 
app arent by examination of the claims themselves, that are patently distinct from the cited 
ref4rences of record. Hence there are other reasons why dependent claims 23-25 are allowable. 

Additionally, with regard to the rejection of claims 21 and 23-25, Stanbach, which was 
first provided by Examiner Vu in the latest Examiner Interview, does not make up for the 
deficiencies of Hiroki and Cortright noted above. Likewise, with regard to claims 21 and 23-25, 
Risky , w btich was also first provided by Examiner Vu in the latest Examiner Interview, does not 
ma] :e up for the deficiencies of Hiroki and Cortright. Therefore, claims 21 and 23-25 are 
corfiidertid patentable over any combination of these documents. 

D, Claims 26-28 

Tie Office Action rejects claims 26-28 under 35 U.S.C. §103(a) as allegedly being 
imjktentable over Hiroki (U.S. Patent No. 6,594,032) in view of Cortright (U.S. Patent No. 
6,8f> 5,42i5), For at least the reasons set forth below, Applicant respectfully traverses the rejection. 
Independent claim 26 recites: 

2<i. An e-mail communications system stored in a client computer for 
automatically checking for incorrect e-mail addresses provided in outgoing e-mail 
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mint 



e-nmil 



is 



con muni cations from the client computer prior to transmission to an e-mail server, 
confprisipg; 

an address extractor for extracting senders* e-mail addresses from incoming 
-mail communications; 

a previous sender addresses memory for storing e-mail addresses extracted 
frf)m senders' e-mail addresses in incoming e-mail communications; and 

a checker for searching the previous sender addresses memory for e-mail 
addresses of intended recipients that are provided in outgoing e-mail 
cqmmuni cations, 

wherein the checker generates a prompt for verification of an e-mail 
a&dress of an intended recipient upon detecting that an e-mail address of an 
intended recipient in an outgoing e-mail communication is not present in the 
previous sender addresses memory. 
(Emphasis Added). 



che »ker 
recipient 



icitlj 



clai ns 27 



at least 



For a proper rejection of a claim under 35 U.S.C. §103, the cited combination of references 
disc ose, teach, or suggest all elements/features/steps of the claim at issue. Applicant 
resjjjectfii ly submits that independent claim 26 is allowable for at least the reason that the 
con binatlon of Hiroki and Cortright does not disclose, teach, or suggest at least wherein the 
generates a prompt for verification of an e-mail address of an intended 
upon detecting that an e-mail address of an intended recipient in an outgoing 
communication is not present in the previous sender addresses memory. 
As the cited combination of references does not disclose, teach, or suggest, either 
or explicitly, all the elements of claim 26, the rejection should be withdrawn. 
Addition! tlly and notwithstanding the analysis hereinabove, there are other reasons why claim 26 
owa»le. 

Because independent claim 26 is allowable over the cited references of record, dependent 
and 28 (which depend from independent claim 26) are allowable as a matter of law for 
thb reason that dependent claims 27 and 28 contain all the steps/features of independent 
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claifn 26. Therefore, the rejection to claims 27 and 28 should be withdrawn and the claims 
allqwed. 

Additionally and notwithstanding the foregoing reasons for allowability of independent 
clailn 26, dependent claims 27 and 28 recite further features and/or combinations of features, as 
are apparent by examination of the claims themselves, that are patently distinct from the cited 
refijrencep of record. Hence there are other reasons why dependent claims 27 and 28 are 



allowable 




Additionally, with regard to the rejection of claims 26-28, Stanbach, which was first 
by Examiner Vu in the latest Examiner Interview, does not make up for the deficiencies 
and Cortright noted above. Likewise, with regard to the rejection of claims 26-28, 
wfciich was also first provided by Examiner Vu in the latest Examiner Interview, does not 
For the deficiencies of Hiroki and Cortright. Therefore, claims 26-28 are considered 
over any combination of these documents. 



inte tided 
having 



iV liscellaneous Issues 



Any ( 



other statements in the Office Action that are not explicitly addressed herein are not 
to be admitted. In addition, any and all findings of inherency are traversed as not 
btsen shown to be necessarily present Furthermore, any and all findings of well-known 
art kid official notice, or statements interpreted similarly, should not be considered well known 
for it least the specific and particular reason that the Office Action does not include specific 
faci ual fhdings predicated on sound technical and scientific reasoning to support such 
col elusions. 
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CONCLUSION 

bright of the foregoing amendments and for at least the reasons set forth above, 

respectfully submits that all objections and/or rejections have been traversed, rendered 

accommodated, and that the now pending claims 1,2, 4-21, and 23-28 are in 
for allowance. Favorable reconsideration and allowance of the present application and 

claims are hereby courteously requested. If, in the opinion of the Examiner, a 
k conference would expedite the examination of mis matter, the Examiner is invited to call 
[undejsigned agent at (770) 933-9500. 
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Respectfully submitted, / 




Jeffrey R. Ki 



lOMKS, KAYDEN, 
HORf ITEMEYER & RISLEY, L.L.P. 



50 



Customer No.: 38823 
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